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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)n This action is FINAL. 2b)S This action is non-final. 
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Application Papers 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 



L Formal Matters 

A, Claims 1-3 and 19-23 are pending and are the subject of this Office Action. 

B. Claims in this application are allowable, but the application was suspended pending a potential 
interference. The application which is the potential interfering reference has issued. Therefore, a 
rejection appears below. 

2. Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the intemational application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

A. Claims 1, 19-23 are rejected under 35 U.S.C. 102(e) as being anticipated by Goodwin et al. (US 
Patent 7,211,259). Instant claim 1 recites an extracellular domain of SEQ ID N0:2 capable of binding 
H4-1BB. Goodwin teaches a polypeptide 100% identical to SEQ ID N0:2 of the instant application (see 
claim 3 and attached Sequence Comparison A) which comprises at least bases 41-805 of SEQ ID N0:1 
(see attached Sequence Comparison B). Instant claim 19 recites a polynucleotide encoding an 
extracellular portion of SEQ ID N0:2 capable of binding a 4-1 BB ligand. Claim 7 of Goodwin meets this 
limitation. Claim 21 and 22 of the instant invention recite expression vectors, including those operably 
linked for expression. These limitations are met by Goodwin (see claim 4 and column 10, lines 45-67). 
The limitation of claim 23 is also met (column 9, lines 54-58). Applicants should also keep in mind that 
claim 23 reads on SEQ ID NO:2, itself. The claim states that the vector comprises a polynucleotide which 
encodes a protein and is located C-terminal to the extracellular domain of SEQ ID N0:2. Since the 
extracellular domain is part of SEQ ID N0:2, the remaining polypeptide (SEQ ID NO:2 without its 
extracellular domain) would be considered a polypeptide which would be located C-terminal to its own 
extracellular domain and which, itself, is not SEQ ID NO:2 or its extracellular domain. 
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The US 7,2 11, 259 reference is a U.S. patent that claims the rejected invention. An affidavit or 
declaration is inappropriate under 37 CFR 1.131(a) when the reference is claiming the same patentable 
invention, see MPEP § 2306. If the reference and this application are not commonly owned, the reference 
can only be overcome by establishing priority of invention through interference proceedings. See MPEP 
Chapter 2300 for information on initiating interference proceedings. If the reference and this application 
are commonly owned, the reference may be disqualified as prior art by an affidavit or declaration under 
37 CFR 1.130. See MPEP §718. 

A 37 CFR 1.131 affidavit is ineffective to overcome a United States patent or patent application 
publication, not only where there is a verbatim correspondence between claims of the application and of 
the patent, but also where there is no patentable distinction between the respective claims. In re Clark, 457 
F.2d 1004, 173 USPQ 359 (CCPA 1972); In re Hidy, 303 F.2d 954, 133 USPQ 650 (CCPA 1962); In re 
Teague, 254 F.2d 145, 117 USPQ 284 (CCPA 1958); In re Ward, 236 F.2d 428, 1 1 1 USPQ 101 (CCPA 
1956); In re Wagenhorst, 62 F.2d 831, 16 USPQ 126 (CCPA 1933). 

If the application (or patent under reexamination) and the domestic reference contain claims 
which are identical, or which are not patentably distinct, then the application and patent are claiming the 
"same patentable invention." As provided in 37 CFR 41 .203(a), an interference exists if the subject matter 
of a claim of one party would, if prior art, have anticipated or rendered obvious the subject matter of a 
claim of the opposing party and vice versa. An applicant who is claiming an invention which is identical 
to, or obvious in view of, the invention as claimed in a domestic patent or patent application publication 
cannot employ an affidavit under 37 CFR 1.131 as a means for avoiding an interference with the 
reference. To allow an applicant to do so would result in the issuance of two patents to the same invention 
(MPEP §715.05). 



3. Conclusion 

A. Claims 2 and 3 are allowable 
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Art Unit: 1647 
Advisory information 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Robert Landsman whose telephone number is (571) 272-0888. The examiner can normally 
be reached on M-F 10 AM - 7 PM (eastern). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Manjunath Rao at 571-272-0939. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



"Rfobert Landsman, Ph.D. 
Primary Examiner 
Art Unit 1647 
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